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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 

Ted Bacon et al . 

Serial No. 10/682,018 

Filed: October 9, 2003 

For: QUICK CONNECT MOUNTING 

SYSTEM FOR A CEILING FAN 



Group Art Unit: 3632 
Examiner: Le, Tan 



APPEAL BRIEF 



I , REAL PARTY IN INTEREST 

The Hunter Fan Company, the assignee of the patent, is the 
real party in interest as it is the assignee of the patent. 

II. RELATED APPEALS AND INTERFERENCES 
None . 

IV. STATUS OF THE CLAIMS 

Claims 1, 5 and 9 stand rejected by the final action mailed 
May 24, 2 006. Claims 1, 5 and 9 are pending. Applicant hereby 
appeals the final rejection of claims 1, 5 and 9. 

IV. STATUS OF AMENDMENTS 
None - 
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V, SUMMARY OF CLAIMED SUBJECT MATTER 

Applicant's claim 1 claims a mounting system (page 4, line 

20, ref . 10) for supporting a ceiling fan assembly (page 4, line 

21, ref. 11) of the type having a motor, a motor housing (page 
6, line 3, ref. 46), a plurality of blades (page 6, line 4, ref. 
47) and a downrod (page 5, line 9, ref. 2 9) . The mounting system 
comprises a mounting plate (page 4, line 23 , ref. 14 ) adapted 
to be coupled to a supporting surface (page 5, line 5, ref. C) , 
the mounting plate having at least one tab lock (page 5, line 6, 
ref. 21) . The system also has a rotatable mounting bracket (page 
5, line 8, ref. 28) having one end with three locking tabs (page 
5, line 13, ref. 37) configured to mate rotatably with the tab 
lock and an opposite end adapted to be coupled to the downrod. 
The mounting bracket opposite end has a beveled, trilobular 
opening (page 5, line 17, ref. 4 0) therein and a trilobular 
downrod ball joint (page 5, line 9, ref. 31) configured to reside 
within the beveled opening, and wherein each locking tab is 
radially aligned (page 5, line 20) with one lobe of the 
trilobular ball joint. The mounting system also includes a 
canopy (page 5, line 9, ref. 32) adapted to be mounted to the 
mounting plate. With this construction, an operator may couple 
the ceiling fan assembly to a support surface by mounting the 
mounting plate to the support surface and then simply coupling 
the mounting bracket to the mounting plate. 
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Applicant's claim 5 claims a mounting system (page 4, line 

20, ref . 10) for supporting a ceiling fan assembly (page 4, line 

21, ref. 11) of the type having a motor, a motor housing (page 6, 
line 3, ref. 46), a plurality of blades (page S, line 4, ref. 47) 
and a downrod (page 5, line 9, ref. 29) . The mounting system 
comprises(a) a mounting plate (page 4, line 23, ref. 14), (b) a 
mounting bracket (page 5, line 8, ref. 28) having rotatable 
locking means (page 5, line 13, ref. 37) for rotatably locking 
the mounting bracket to the mounting plate, the mounting bracket 
has an end with a trilobular, beveled opening (page 5, line 17, 
ref. 40) therein and a trilobular downrod ball joint (page 5, 
line 9, ref. 31) configured to reside within the beveled opening, 
the rotatable locking means includes three tab locks (page 5, 
line 6, ref. 21) and three locking tabs (page 5, line 8, ref. 
28) , and wherein each locking tab is radially aligned with one 
lobe of said trilobular ball joint; and (c) a canopy (page 5, 
line 9, ref. 32) mounted to the mounting plate and obscuring the 
mounting bracket. With this construction, an operator may couple 
the ceiling fan assembly to a support surface by mounting the 
mounting plate to the support surface and then simply coupling 
the mounting bracket to the mounting plate. 

Applicant's claim 9 claims a tab lock which extends from 
said mounting plate and wherein said locking tab extends from 
said mounting bracket (see Fig. 1) . 
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VII, GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL * 

Claims 1, 5 and 9 stand rejected under 35 U.S.C. §103 as 
being obvious by Pearce in view of Su or Dennis et al . 

VIII. ARGUMENT 

(A) Rejection of Claim 1 35 USC 103(a) bv Pearce in view of 
Su or Dennis et al . 

Applicant's has claimed a mounting system for supporting a 
ceiling fan assembly of the type having a motor, a motor housing, 
a plurality of blades and a downrod. The mounting system 
comprises a mounting plate adapted to be coupled to a supporting 

.surface, the mounting plate having at least one tab lock. The 
system also has a rotatable mounting bracket having one end with 
three locking tabs configured to mate rotatably with the tab lock 
and an opposite end adapted to be coupled to the downrod. The 
mounting bracket opposite end has a beveled, trilobular opening 
therein and a trilobular downrod ball joint configured to reside 
within the beveled opening, and wherein each locking tab is 
radially aligned with one lobe of the trilobular ball joint. The 
mounting system also includes a canopy adapted to be mounted to 
the mounting plate. With this construction, an operator may 

.couple the ceiling fan assembly to a support surface by mounting 
the mounting plate to the support surface and then simply 
coupling the mounting bracket to the mounting plate . 

The examiner has taken the position that the Pearce patent 
(6,872,054) shows ^^a mounting plate (170 (Figs. 12-13, for 
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example)) having at least three tab locks (175) (Fig. 12)." The 
examiner also asserts that Pearce includes "a rotatable mounting 
bracket (165) having one end with at least one three (sic) 
locking tabs (166, 166') configured to mate with said tab locks." 

Applicant respectfully disagrees with this contention. The 
Pearce patent does not show a mounting plate with tab locks. The 
Pearce patent shows a mounting plate with a tab , not a tab lock. 
The Random House dictionary defines tab as ^'a small flap or 
tongue of material used to seal or close the opening of a 
container." The Pearce patent even references part 175 as a 
«tab", not a tab lock. 

Similarly, the Pearce patent does not show a rotatable 
mounting bracket having a locking tab. The Pearce patent shows 
a mounting bracket having slots 166, which can only be arguably 
similar to a tab lock rather than an actual tab. 

As such. Applicant's claimed structure is not shown or 
• described by the Pearce patent . 

The examiner has also taken the position that ''each locking 
tab is radially substantially aligned with one lob (sic) of said 
trilobular ball joint." This contention is simply not accurate. 
Applicant points out that in Fig. 12 the first lobe is not 
radially aligned with either of the two ''slots" 166, and in fact 
appears to be oriented substantially equally spaced between the 
two '"slots" . The second and third lobes are nowhere close to 
being aligned with the third slot which is shown in phantom 
lines. As such, the examiner's position regarding the 
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orientation of the slots and the lobes is clearly erroneous. 

Lastly, the Applicant has claimed invention includes three 
distinct portions, (1) a mounting plate, (2) a mounting bracket 
and (3) a canopy. Even if one were to accept the examiner's 
position, the system shown in the Pearce patent only includes two 
components, (1) a contended mounting plate and (2) a contended 
mounting bracket. Because of this missing element the examiner 
has included either the Su patent or the Dennis et al . patent to 
show a canopy. Applicant respectfully submits that the 
examiner's contention is an improper combination- The Pearce 
patent shows a canopy, which is indeed referenced as "canopy 32". 
The examiner has contended that this canopy is the mounting 
bracket. It would not be proper to now add an additional canopy 
to the pre-existing canopy merely to account for all components 
recited in the claims. Applicant submits that nowhere in the 
Pearce, Su or Dennis et al . patents does it teach, suggest or 
motivate one to add a second canopy to a pre-existing canopy. 

It is well settled that the obviousness of an invention 
cannot be established by combining the teaching of the prior art 
absent some teaching, suggestion or incentive supporting the 
combination, see In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988) ; Ashland Oil, Inc. v. Delta Resins and Refractories, 
Inc., 776 F.2d 281, 227 USPQ 657 (Fed. Cir. 1985) \ACS Hospital 
Systems, Inc. v. ATontefiore Hospital, 732 F,2d 1572, 221 USPQ 929 
(Fed. Cir. 1984) Pentec, Inc. v Graphic Controls Corp., 776 F.2d 
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309, 227 USPQ 766 (Fed,Cir. 1985). Moreover, the mere fact that 
the prior art could be modified in the manner suggested by the 
examiner does not make such a modification obvious unless the 
prior art fairly suggests the desirability of the modification, 
see In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. 
Cir. 1984) . Here, the references do not suggest any motivation 
for, or the desirability of, Applicant's unique construction. As 
such, it is improper to utilize these references to establish 
obviousness . 

It is acknowledged that the tendency to resort to 
''hindsight" based upon applicant's disclosure is often difficult 
to avoid due to the very nature of the examination process. 
However, impermissible hindsight must be avoided and the legal 
conclusion must be reached on the basis of the facts gleaned from 
the prior art. MPEP 2142, This is "especially important in the 
case of less technologically complex inventions, where the very 
ease with which the invention can be understood may prompt one 
'to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against its 
teacher.'". In re Demhiczak, 175 F.3d 994, 50 USPQ2d 1614, 1617 
(Fed. Cir. 1999) citing W.L. Gore & Assoc, Inc. v. Garlock, 
Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313 (Fed. Cir. 1983) . 
With this in mind, a hindsight -based obviousness analysis must 
be supported by evidence which is " clear and particular" . In 
re Dembiczak. It is insufficient to simply offer a broad range 



-8- 



of sources or to make conclusory statements/ as ''[broad 
conclusory statements regarding the teaching of multiple 
references, standing alone, are not 'evidence'". Jd. Applicant 
respectfully submits that the examiner has claimed the present 
invention to be obvious utilizing hindsight and speculation 
which are not, in fact, supported by the cited references, to 
come up with a combination that would either destroy the clear 
intention of the reference or modify such in a manner that goes 
against the clear teachings of the reference. Furthermore, it 
is submitted that it is only through such hindsight that the 
Applicant's invention can be gleamed from the cited references. 
Applicant respectfully contends that the invention is not 
obvious, but instead is novel and therefore worthy of patent 
protection. 

In conclusion, Applicant respectfully submits that the 
Pearce patent does not show the claimed limitation of (1) a 
mounting plate having a tab lock . (2) a rotatable mounting 
bracket having three tabs, (3) locking tabs being radially 
aligned with one lobe of a trilobular ball joint, or (4) the 
three components recited in the claims, even when improperly 
combined with the other references. As the Pearce patent, nor 
any other patent cited by the examiner, does not contain these 
claim limitations, the combination suggested by the examiner does 
not render Applicant's invention obvious. 
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(B) Rejection of Claim 5 under 35 USC 103 bv Pearce in view 
of Su or Dennis et al . 

The examiner has taken the position that the Pearce patent 
(6,872,054) shows ^^a mounting plate (170 (Figs, 12-13, for 
example)) having at least three tab locks (175) (Fig. 12)." The 
examiner also asserts that Pearce includes ^*a rotatable mounting 
bracket (165) having one end with at least one three (sic) 
locking tabs (166, 166*) configured to mate with said tab locks." 

Applicant respectfully disagrees with this contention. The 
Pearce patent does not show a mounting plate with tab locks. The 
Pearce patent shows a mounting plate with a tab, not a tab lock. 
The Random House dictionary defines tab as ''a small flap or 
tongue of material used to seal or close the opening of a 
container." The Pearce patent even references part 175 as a 
^^tab" , not a tab lock. 

Similarly, the Pearce patent ' does not show a rotatable 
mounting bracket having a locking" tab. The Pearce patent shows 
a mounting bracket having slots 166, which can only be arguably 
similar to a tab lock rather than an actual tab. 

As such. Applicant's claimed structure is not shown or 
described by the Pearce patent. 

The examiner has also taken the position that '^each locking 
tab is radially substantially aligned with one lob (sic) of said 
trilobular ball joint." This contention is simply not accurate. 
Applicant points out that in Fig. 12 the first lobe is not 
radially aligned with either of the two ''slots" 166, and in fact 
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appears to be oriented substantially equally spaced between the 
two '^slots'' - The second and third lobes are nowhere close to 
being aligned with the third slot which is shown in phantom 
lines. As such, the examiner's position regarding the 
orientation of the slots and the lobes is clearly erroneous. 

Claim 5 also includes the limitation that all three locking 
tabs are aligned with the lobes of the trilobular ball joint. 
Clearly, the three Pearce slots 166 are not aligned with the 
three lobes of the ball joint. As such, the Pearce reference 
cannot be used to establish obviousness with regard to this claim 
limitation. 

Lastly, the Applicant has claimed invention includes three 
distinct portions, (1) a mounting plate, (2) a mounting bracket 
and (3) a canopy. Even if one were to accept the examiner's 
position, the system shown in the Pearce patent only includes two 
components, (1) a contended mounting plate and (2) a contended 
mounting bracket. Because of this missing element the examiner 
has included either the Su patent or the Dennis et al . • patent to 
show a canopy. Applicant respectfully submits that the 
examiner's contention is an improper combination. The Pearce 
patent shows a. canopy, which is indeed referenced as ''canopy 32". 
The examiner has contended that this canopy is the mounting 
bracket. It would not be proper to now add an additional canopy 
to the pre-existing canopy merely to account for all components 
recited in the claims. Applicant submits that nowhere in the 
Pearce, Su or Dennis et al . patents does it teach, suggest or 
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motivate one to add a second canopy to a pre-existing canopy. 

It is well settled that the obviousness of an invention 
cannot be established by combining the teaching of the prior art 
absent some teaching, suggestion or incentive supporting the 
combination, see In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988); Ashland Oil, Inc. Delta Resins and Refractories, 
Inc., lie F.2d 281, 227 USPQ 657 (Fed. Cir. 1985) ;ACS Hospital 
Systems, Inc. v, Montefiore Hospital, 732 F,2d 1572, 221 USPQ 929 
(Fed. Cir. 1984) Perztec, Jnc. v Graphic Controls Corp., 776 F.2d 
309, 227 USPQ 766 (Fed, Cir. 1985) . Moreover, the mere fact that 
the prior art could be modified in the manner suggested by the 
examiner does not make such a modification obvious unless the 
prior art fairly suggests the desirability of the modification, 
see In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. 
Cir. 1984) . Here, the references do not suggest any motivation 
for, or the desirability of. Applicant's unique construction. As 
such, it is improper to utilize these references to establish 
obviousness . 

It is acknowledged that the tendency to resort to 
''hindsight" based upon applicant's disclosure is often difficult 
to avoid due to the very nature of the examination process. 
However, impermissible hindsight must be avoided and the legal 
conclusion must be reached on the basis of the facts gleaned from 
the prior art. MPEP 2142. This is "especially important in the 
case of less technologically complex inventions, where the very 
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ease with which the invention can be understood may prompt one 
'to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against its 
teacher.'". In re Demhiczak, 175 F.3d 994, 50 USPQ2d 1614, 1617 
(Fed. Cir. 1999) citing P/.L. Gore & Assoc., Inc. v. Garlock, 
Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 313 (Fed. Cir. 1983) . 
With this in mind, a hindsight -based obviousness analysis must 
be supported by evidence which is '' clear and particular" . In 
re Dernbiczak. It is insufficient to simply offer a broad range 
of sources or to make conclusory statements, as "[broad 
conclusory statements regarding the teaching of multiple 
references, standing along, are not 'evidence'". Id. Applicant 
respectfully submits that the examiner has claimed the present 
invention to be obvious utilizing hindsight and speculation 
which are not, in fact, supported by the cited references, to 
come up with a combination that would either destroy the clear 
intention of the reference or modify such in a manner that goes 
against the clear teachings of the reference. Furthermore, it 
is submitted that it is only through such hindsight that the 
Applicant's invention can bie gleamed from the cited references. 
Applicant respectfully contends that the invention is not 
obvious, but instead is novel and therefore worthy of patent 
protection. 

In conclusion. Applicant respectfully submits that the 
Pearce patent does not show the claimed limitation of (1) a 
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mounting plate having a tab lock . (2) a rotatable mounting 
bracket having three tabs , (3) locking tabs being radially- 
aligned with the three lobes of a trilobular ball joint, or (4) 
the three components recited in the claims, even when improperly- 
combined with the other references. As the Pearce patent, nor 
any other patent cited by the examiner, does not contain these 
claim limitations, the combination suggested by the examiner does 
not render Applicant's invention obvious. 

(C) Rejection of Claim 9 under 35 USC 103 bv Pearce in view 
of Su or Dennis et al . 

Claim 9 is dependent from claim 5, as such arguments 
submitted in reference to claim 5 apply equally to claim 9. 
Additionally, the examiner has stated that with reference to 
claim 9 that the references "teaches the tab locks each extended 
from the mounting plate and the locking tabs each extended from 
the mounting bracket. Again, Applicant respectfully submits that 
the Pearce reference does not show a mounting plate with tab 
locks. The Pearce patent shows a mounting plate with a tab, not 
a tab lock. The Random House dictionary defines tab as "a small 
flap or tongue of material used to seal or close the opening of 
a container." The Pearce patent even references part 175 as a 
"tab", not a tab lock. As the reference does not show tab locks 
the reference cannot show such tab locks extending from the 
mounting plate. Also, the reference does not show locking tabs 
and thus cannot show such extending from the mounting bracket. 
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The requisite fee due upon filing of this brief is attached. 
Any additional fee is to be charged to Baker Donelson Bearman 
Caldwell & Berkowitz, PC, Deposit Account No. 11-0553. 
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CLAIMS APPENDIX 



—1. A mounting system for supporting a ceiling fan assembly 
of the type having a motor, a motor housing, a plurality of 
blades and a downrod, the mounting system comprising; 

(a) a mounting plate adapted to be coupled to a supporting 
surface, said mounting plate having at least one tab lock; 

(b) a rotatable mounting bracket having one end with three 
locking tabs configured to mate rotatably with said tab lock and 
an opposite end adapted to be coupled to the downrod, said 
mounting bracket opposite end has a beveled, trilobular opening 
therein and a trilobular downrod ball joint configured to reside 
within said beveled opening, and wherein each locking tab is 
radially aligned with one lobe of said trilobular ball joint; and 

(c) a canopy adapted to be mounted to said mounting plate, 
whereby an operator may couple the ceiling fan assembly to 

a support surface by mounting the mounting plate to the support 
surface and then simply coupling the mounting bracket to the 
mounting plate. 

2 . (Cancelled) . 

3 . (Cancelled) . 



4. (Cancelled) 



5. A mounting system for supporting a ceiling fan assembly 
of the type having a motor, a motor housing, a plurality of 
blades and a downrod, the mounting system comprising; 

(a) a mounting plate; 

(b) a mounting bracket having rotatable locking means for 
rotatably locking said mounting bracket to said mounting plate, 
said mounting bracket has an end with a trilobular, beveled 
opening therein and a trilobular downrod ball joint configured 
to reside within said beveled opening, said rotatable locking 
means includes three tab locks and three locking tabs, and 
wherein each locking tab is radially aligned with one lobe of 
said trilobular ball joint; and 

(c) a canopy mounted to said mounting plate and obscuring 
said mounting bracket, 

whereby an operator may couple the ceiling fan assembly to 
a support surface by mounting the mounting plate to the support 
surface and then simply coupling the mounting bracket to the 
mounting plate. 

6 . (Cancelled) . 

7 . (Cancelled) • 

8. (Cancelled) . 
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9. The mounting system of claim 5 wherein said tab lock 
extends from said mounting plate and wherein said locking tab 
extends from said mounting bracket. 



10 . (Cancelled) . 



11 . (Cancelled) . 
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EVIDENCE APPENDIX 



None 
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RELATED PROCEEDINGS APPENDIX 



None 
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